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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-13 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. With respect to Claim 1 : the phrase "the information comprises. . . and means for 
triggering a process. . is indefinite. It is unclear how information (an abstract concept) 
can comprise a physical thing, i.e. means for. 

4. With respect to Claim 1 : the phrase "after acceptance of the charge payment 
process, reported delivery the franking number comprising" is indefinite. First of all the 
claim has not previously recited an acceptance step, so it is unclear what this phrase is 
referring to. Second, this phrase is grammatically incorrect and it is unclear what the 
phrase "reported delivery" is referring to, who is reporting the delivery and who is it 
being reported to, and does this mean reporting information about the delivery? 

5. Claim 1 recites the limitation "the charge payment process" in lines 7-8. There is 
insufficient antecedent basis for this limitation in the claim. 

6. With respect to Claim 1 : the phrase "reading delivery labels" is indefinite. The 
claim has not previously generating any delivery labels, therefore it is unclear what 
delivery labels are being read. 



Application/Control Number: 10/668,970 Page 3 

Art Unit: 3629 

7. With respect to Claim 1 : the phrase "determining and reading recipient address: is 
indefinite. It is unclear to the examiner what the address is being determined and read 
from". Is this from the delivery label? 

8. Claim 1 recites the limitation "the franking database". There is insufficient 
antecedent basis for this limitation in the claim. 

9. With respect to Claim 2: the phrase "after the record is located in the database" is 
indefinite. In claim 1 the record being located is optional, and it allows for the possibility 
of no record being found. Therefore it is unclear if no record is found, does this step till 
exist. 

10. With respect to Claim 5: the applicant has used the acronym OCR, it is unclear to 
the examiner what this acronym is standing for, due to the fact the claims have not 
previously defined this term. The examiner suggest writing out the full phrase for the 
acronym OCR in the claim. 

1 1 . With respect to Claim 7: the phrase "the franking number comprises a defined 
position" is indefinite. It is unclear to the examiner how a number can comprise a 
position. A number can be located in a defined position, but a number is only alpha- 
numeric characters, and therefore it is unclear how it can comprise a position (abstract 
concept). 

12. With respect to Claim 8: the phrase "further comprising the step of applying an 
additional character for characterizing franking with the franking number a location on 
the delivery which is provided for stamps" is indefinite. This phrase appears to be 
grammatically incorrect, causing it to be unclear what is actually being claimed. The 
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examiner suggest taking extra caution when amending the claims to make sure the claims 
are definite and form complete sentences. 

13. With respect to Claim 12: the phrase "the coded" is indefinite. It is unclear to the 
examiner the coded "what" this is referring to. 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

15. Claims 1, 7-1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kara. 

16. With respect to Claim 1 : Kara discloses the use of a Method for pricing and 
processing deliveries (see abstract), transmitting information from customer to carrier 
(from supplier to carrier) (Column 31, lines 1-8), where the information includes 
recipient and cost details (Figure 8), Kara discloses applying the shipping label (which 
includes a delivery number) to the delivery (Column 31, lines 1-8), where this is done by 
the customer and is in human readable form (Column 12, line 42-48). Kara discloses 
each of the shipping labels will include a user number as well as a transaction number 
(column 6, lines 1-6), the examiner considers a transaction number to be a franking 
number, since it is for each delivery at a certain time to a certain customer. Kara also 
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discloses that an invent log with all transactions and shipping information is stored in 
Figures 12 and 13, as well as the registration database in Figure 14 (see also detailed 
description on these figures). Kara discloses reading the shipping label and searching the 
database for records on the particular parcel, and if there are records and they match the 
parcel is shipped and if the parcel does not match the criteria, then the delivery is rejected 
(See Column 31, lines 1-51). 

17. With respect to Claims 7-9: See Figures 6, 8 and 9. 

1 8. With respect to Claim 1 0: See Figure 8 

19. With respect to Claim 11: See Column 31, line 52 to Column 32, line 13. 

20. With respect to Claim 1 3 : See Column 3 1 , lines 1-51. 

Claim Rejections - 35 USC § 103 

21. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

23. Claims 2-4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kara. 

24. With respect to Claims 2 and 3: Kara discloses a barcode is applied to the delivery 
as well as in the human readable form (Column 12, lines 42-65). However, Kara fails to 
teach the barcode being placed on the delivery after the step of searching the databases 
and finding a record. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have the barcode being placed on the delivery after 
the database is searched and a record is found, since applicant has not stated any reason 
or purpose in the specification why the barcode is applied after the records is searched, 
and it has been held that rearranging of steps involves only routine skill in the art. 

25. With respect to Claims 4 and 6: Kara, as disclosed above for Claim 1, fails to 
disclose determining of there is a valid forwarding address and notifying customer if 
there is a valid forwarding address. It is old and well known in the art that carriers, such 
as the post office, keeps records of forwarded addresses, for instance when someone 
moves, and before any piece of mail is sent out, it is checked to see if there is a 
forwarding address that is currently valid. The recipient must inform the carrier or post 
office when such move occurs and the post office will then notify the customers. 
Therefore it would have been obvious to determine if the delivery has a forwarding 
address, so that the package is not delivered to the wrong person. 
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26. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kara in 
view of Zlotnick et al. (5,737438). 

27. Kara, as disclosed above for Claim 1 , discloses the claimed invention but fails to 
disclose the use of OCR. Zlotnick et al. (5,737,438) discloses the use of an OCR 
program to scan and read shipping labels (See abstract, Figure 1, and column 1, lines 37- 
45) ad the label is clarify (which the examiner considers to be corrections) and identify 
the writing on the label (see Figure 2). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made, to modify the shipping system 
of Kara, to include the OCR capability of Zlotnick to read shipping labels, in order to 
provide an automatic identification of routing information from parcels for subsequent 
use in easy sorting parcels for delivery (See Zlotnick, columns 1 and 2). 

28. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kara in 
view of Kato et al. (5,971,587). 

29. Kara, as disclosed above for Claim 1 , discloses that it is common to have tracking 
of items as an option (column 3, lines 1 1-23), however fails to disclose the system 
tracking and monitoring the delivery. Kato discloses a package and mail delivery system 
where the package labels and tracking numbers can be read at any point along the 
delivery route (See Kato, abstract). It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify Kara to include the tracking 
and monitoring, as disclosed by Kato, in order to provide an inexpensive method of 
tracking a delivery through its entire delivery cycle, not only the beginning and end 
points. (See Kato, Columns 1 and 2) 
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Conclusion 

30. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Savino et al. (6,015,167) discloses the use of a system and method 
which automatically creates and prints a barcode, Kara (5,606,507) discloses the use of a 
system of printing postage on mail, Hennig et ah (6,587,827) discloses the use of each 
order assigned a purchase order number, Sharp et al. (6,263,317) discloses the use of a 
sales conflict web resolution system, Theil (5,699,258) discloses an assembly of a 
franking machine and system, Fruechtel (6, 1 75,825) discloses the use of debiting 
shipping services, Guidice et al. (6,463,420) discloses online tracking of deliveries. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamisue A. Webb whose telephone number is (703) 308- 
8579. The examiner can normally be reached on M-F (7:30 - 4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (703) 308-2702. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 10/668,970 



Page 9 



Art Unit: 3629 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




Jamisue Webb 




